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With the Middle East recovering from its annual quota of rain (one day in Dubai, so far), we
look forward to increasingly brighter days ahead in 2015.

Clyde & Co strikes gold

It has been a great start to 2015. In particular, we are pleased to report that Clyde & Co has
been ranked as a Gold top tier firm in the recently published 2015 World Trademark Review,
with the firm being described “a market leader in terms of the strategic quality of the advice it
gives”. As in previous years, Clyde & Co has more individuals ranked in Dubai than any other
firm, with Rob Deans and Jon Parker being identified as ‘Gold’ individuals, and Joycia Young
being described as “the country’s most specialised and effective IP commercialisation lawyer”.

In this edition’s Article of the Month, we follow on from the potential concerns with the
draft GCC Trade Marks Law (as discussed in our November 2014 newsletter) and shift our
focus to some changes that we expect to see once it comes into force — which may well be
during the course of 2015.

Market updates and insight from around the region
Click here to read all updates.

For further information, please speak to your usual contact in the Clyde & Co IP team, or email
us at ip@clydeco.com.

Licensing provisions in the Draft GCC Trade Marks Law

In this month’s issue, Joycia Young and Rob Deans discuss the recordal of trade mark licences
in the GCC countries, and how the current system looks set to change with the expected
introduction of the GCC Trade Marks Law later this year. Click here for a link to the full article.

UAE Trade Mark Gazette

The latest edition of the UAE Trade Mark Gazette was published on 1 February 2015. This
month’s opposition deadline is 2 March 2015.

Click here for a link to the UAE Trade Mark Gazette and further information.

If you identify any marks that are of potential concern, or if you have any queries, then speak
to your usual contact in the Clyde & Co IP team, or email us at ip@clydeco.com.

The timeframe for arranging the legalisation of a Power of Attorney (which will need to be filed
at the same time as any opposition) is generally around three weeks. With this in mind, please
contact us as soon as possible if you identify any marks which you may wish to oppose.

www.clydeco.com




Market updates and insight

Morocco

Algeria

Oman

Qatar

Morocco issues Industrial Property Law

Morocco has issued a new Industrial Property Law, No. 23-13 which came into force on 18 December
2014. This amends and completes Law No. 17-97 of 2000 on the Protection of Industrial Property.

The scope of this law covers industrial property (such as patents and industrial designs) and other
areas of intellectual property, such as trade marks, trade names and measures to combat counterfeits.

Official fees increased

The Algerian Trademark Office has revised its official fees for filing trade mark applications in colour,
and for filing appeals.

The additional fees are c. USD 15 for each application filed for a colour mark and for filing an appeal in
response to receipt a provisional or definitive refusal. The new rates are effective as of 1 January 2015
and will be applicable to both pending and new applications.

Oman Competition Law enacted

The Competition Protection and Monopoly Prevention Law, Royal Decree 67 of 2014 (Competition Law)
has been enacted, and came into force on 8 December 2014.

The Competition Law prohibits agreements that aim to prevent, limit or weaken competition. In
addition, a person or company in a dominant position (ie with 35% of the market share) is restricted
from practicing any act which hinders competition. The Competition Law sets out a non-exhaustive list
of examples which could be considered to “hinder competition”.

One of the implications of this new Competition Law is that entities that are contemplating mergers
which will put them in a dominant position will have to apply for permission from the Public Authority
of Consumer Protection prior to completion. However, in accordance with the provisions of the
Competition Law, mergers which would result in a combined market share of 50% or higher will not be
approved by the Public Authority of Consumer Protection.

New decree on official fees

The Qatar Minister of Economy and Trade has issued Ministerial Decree No. 410 (the Decree) setting
out the official fees in relation to the filing of patents and copyright recordals. The effective date of the
Decree is 12 January 2015.

Following the issuance of the Decree, official patent filing fees must be paid at the time of filing the
application. In addition, late payments are no longer accepted.

In cases where a patent was applied for prior to 12 January 2015, the deadline for paying of the official
fees is 12 February 2015.







Licensing provisions in the draft GCC Trade Mark Law

By Rob Deans and Joycia Young, Partners, Clyde & Co LLP

Is 1t mandatory to record trade mark licences in your country? A simple question

for any trade mark attorney or IP lawyer and one that comes up often in day-to-day
practice. Unfortunately, this question does not currently meet with a simple response
when considering the position in the Gulf Co-Operation Council (GCC) countries of
Bahrain, Kuwait, Oman, Qatar, Saudi Arabia, and the UAE.

Some of the laws of the GCC are ambiguous on this issue
and the authors have seen conflicting positions on many
occasions.

Why? Taking the United Arab Emirates (UAE) as an
example, the UAE Trade Mark Law (Federal Law No. 37 of
1992, as amended) makes it clear that the recordal of a
trade mark licence is mandatory. However, the impact of
failing to record the licence is not so certain.

The UAE Trade Mark Law provides that a trade mark
licence which has not been recorded in accordance

with its provisions and its executive regulations, is not
effective with regard to third parties. However, no further
clarification is provided as to what is meant by this phrase
and the Law does not set out any other consequences

of failing to adhere to this mandatory requirement of
recording a trade mark licence.

Accordingly, some practitioners take varying views,
including:

- that it is beneficial for a licensee to record the trade
mark licence, to enable it to enforce its rights as licensee
against third party infringers of the mark being licensed

- that it is beneficial for a licensor to record the trade mark
licence, to enable the licensee’s use of the trade mark
accrue for the benefit of the licensor, so that the licensor
can maintain the validity of its registration for the
mark and to enable it to take action against third party
infringers of the mark

There are also other various interpretations of these
provisions. However, the authors’ view is that there may
be benefits associated with recording a trade mark licence
agreement, particularly if a licensee if being asked by a
regulatory authority in the country in which it will be
conducting business, to demonstrate evidence of its rights
to use the licensed trade mark.

GCC Trade Mark Law

This position may soon change, with the introduction of
the GCC Trade Mark Law. The Law is currently in draft
form, but has been accepted by three of the six GCC
member states — Saudi Arabia, Bahrain and Qatar.

Under the current draft, the GCC Trade Mark Law it is
quite clear that recordal will not be mandatory in the GCC
member states, and it seems that there is no potential
downside under the Law for failing to record a licence
agreement. However, the GCC Trade Mark Law does still
allow for trade mark licences to be recorded, although

the Law also does not set out any benefits in taking this
step. The balance appears to have shifted in favour of not
recording trade mark licences.

Background to GCC Trade Mark Law

The GCC Trade Mark Law has been a long time coming
with the first draft published in the 1980s. A more recent
draft was published in 2006. However, although three of
the GCC countries were ready to implement that version,
the others wanted changes to be made before the draft
came into force.




The current draft, published in late 2013, has been heavily
amended from the 2006 version. To date, the draft Law
has been published by the GCC Council, and the Bahraini,
Qatari and Saudi Arabian Governments. Bahrain was one
of the original member states which did not accept the
2006 version of the draft Law and so the fact that it was
one of the first to accept the new version of the draft Law
is encouraging.

Once all of the GCC countries have enacted the draft Law,
and the implementing regulations to the draft Law have
been published, then, after a further six months, the draft
Law will come into force. The authors understand that the
implementing regulations are currently being drafted and
we expect publication in the coming months. This could
mean that the GCC Trade Mark Law may come into force
before the end of 2015.

This is a significant development and great news for rights
holders with an interest in the GCC. Unfortunately, the
draft Law does not go as far as introducing a single GCC-
wide filing similar to the Community Trade Mark in Europe
— it will still be necessary to file and maintain national
filings.

Similarly, it will mean that any licences that are recorded
would have to be dealt with on a country-by-country
basis, rather than centrally. However, the draft Law seeks
to harmonise the national laws so that the procedure to
be followed is likely to be the same in each of the GCC
countries.

Recording licences under the GCC Trade Mark Law
Assuming there are no changes to the current draft Law
prior to implementation, recordal will not be mandatory in
any GCC member state. The relevant provision of the Law
is Article 31 which states:

“The licensing contract shall not be valid unless made in writing
without the need for the same to be entered on the register.”
[emphasis added]

The draft GCC Trade Mark Law is therefore quite clear that
licence recordal is not mandatory.

However, Article 31 then continues:

“... Where the licensing contract has been entered on the
register, the entry of the contract and the announcement thereof
shall be made in the manner prescribed in the Implementing
Regulations.”

Accordingly, the draft GCC Trade Mark Law clearly
envisages that the parties to a trade mark licence may
wish to record the licence. However, the draft Law does not
set out any benefits for either the licensor or the licensee of
recording the licence.

Equally, there appears to be no downside for either a
licensor or a licensee for failing to record a trade mark
licence. The wording of Article 31 is quite clear that

a licence will be valid once it is in writing, with no
requirement to record the licence. Therefore, it must follow
that under the draft Law, provided the licence is in writing,
it will have effect against third parties where the use is by
the licensee.

The option of recording a trade mark licence appears to
reflect the practical reality of licensing trade marks in the
UAE in that rights holders may find that they will need to
record a trade mark licence in certain GCC member states
in order to comply with other regulatory requirements.

For example, in Saudi Arabia, local licensees are often
asked to demonstrate that they have authority from the
trade mark owner to use the trade mark on signage for
the business, or to import products bearing the trade
mark into the Kingdom. Where such requests arise, the
regulatory requirements may be satisfied through the
recordal of a short-form trade mark licence (commonly
known as a ‘registered user agreement’ or ‘RUA).

If the local licensee is unable to evidence its rights then

it may face a fine, a request to remove the signage, or a
request to stop trading in the products until such time as
the authority is in place. Rights holders may therefore be
faced with a position where the relevant IP law says that
licence recordal is not mandatory, but in order to be able to
do business (through a licensee) without issues arising, it
may be necessary to record the licence.

The draft GCC Trade Mark Law appears to anticipate this
issue, by allowing for trade mark licences to be recorded
without there being any positive consequences for doing so
(or negative consequences for failing to do so).




Other licensing issues under the GCC Trade
Mark Law

The draft Law also includes other provisions and
information regarding other requirements for licences.
These include:

(a) Alicence can be to one or more persons, and can be
either exclusive or non-exclusive (Article 29)

(b) Alicence can be for some or all of the goods / services
for which the mark is registered (Article 29)

(c) Alicence may limit the geographical territory of use of
the mark (Article 30(1))

(d) Alicence may limit the duration of the use of the mark
(Article 30(1))

(e) Alicence may include reasonable terms that secure the
right of the trade mark owner to control the quality
of the goods or services covered by the licensed mark
(Article 30 (2))

(f) Alicence may impose an obligation on the licensee to
abstain from carrying out any act which may lead to
depreciation of the value of the mark (Article 30(3))

(g) The licence term cannot be longer than the validity
period of protection for the trade mark (Article 29)

(h) Alicence may not include terms that unnecessarily
restrict the licensee in order to maintain rights resulting
from registration (Article 30)

(i) Alicensee cannot assign or sub-license the marks,
unless explicitly provided for in the licence (Article 32)

A number of these provisions are positive, in that they

set out what the types of provisions that the parties to a
licence agreement may include in a trade mark licence (see
(a) to (f) above). In addition, some of these provisions are
negative, in that they specify the types of provisions that
may not be included (see (g) and (h)). The final provision
listed above (at (i)) is prescriptive as it specifies that certain
provisions must be expressly included in a trade mark
licence agreement in order to be effective.

Benefits of the new law

Under the current trade mark laws, licence recordal is
mandatory in most GCC countries in order for the licence to
be enforceable against third parties. However, even though
it is mandatory, relatively few licences are actually recorded.
There are a few potential reasons for this, which include:

— The high costs of preparing the legalised documents to
support a recordal application

— The high costs of recording applications (as each
registration requires a separate recordal)

— The length of time it may take to record the right (can be
more than 12 months in most countries)

— The costs and length of time it may take to de-register any
recordal (which can mirror the recordal process)

As things stand, it is not clear what the formalities will be
for entering into a licence. For example, while it is clear
that the licence needs to be in writing, there is no guidance
in the draft Law as to whether the licence agreement

also needs to be notarised and legalised in order to be
considered acceptable. Itis possible that this will be made
clearer in the implementing regulations.

Conclusion

So, going back to our initial question, is it mandatory to
record trade mark licences in your country?

The answer to this specific question under the draft GCC
Trade Mark Law is a clear no’. There is no such requirement
under the draft Law.

However, this does not tell the full story as, in many
cases, trade mark owners will still need to seek advice
on a country-by-country basis as to whether recordal is
recommended in order to facilitate the conduct of the
licensed business in a particular GCC member state.
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UAE Trade Mark Gazette

The latest edition of the UAE Trade Mark Gazette was published on 1 February 2015
and we have made a copy of this Gazette available online. This month’s opposition
deadline 1s 2 March 2015. Click here to access the Gazette.

Checking the Gazette

The link provided is the original Arabic language Gazette
without an English language translation. This Gazette is
in the form of an Adobe pdf file and it is possible to carry
out key word searches in order to identify potentially
conflicting trade mark applications.

Please note that due to the size of the Adobe pdf file, it
may take several minutes for the Gazette to load. However,
once loaded, it should be possible to review and search the
Gazette without experiencing any delays.

Contacting us

If you identify any marks that are of potential concern,
or if you have any queries, then please email us at
ip@clydeco.com with:

— The trade mark(s) of interest; and

— The relevant page number(s) of the Gazette

We can then check the Gazette and provide you with full
details of the application so that you or your client can
decide whether to file an opposition before the deadline and
put in place a legalised Power of Attorney if necessary.

In order to have any chance of meeting the non-extendable
opposition deadline where a legalised Power of Attorney is
required, we will need your urgent feedback on marks of
potential concern.

Should you require urgent assistance, we will need to
conduct conflict checks to ensure we are free to assist.



http://clydeco.zenfolio.com/img/g377574051-o786396063.dat?dl=2&tk=2Hu6QgzeQBOP5Pj-6dv9UQniU4Lp5th8-T04UIuP0Vk=

Our regional coverage

&

4
R |

.

Clydle & Lo LLES 22 territories across the Middle East and

IP team, which is , .
one of the largest North Africa (MENA) region

. . Algeria™* Libya* Tunisia™
m the l'eglOn, Bahrain** Morocco** United Arab Emirates*
Egypt™ Oman™ West Bank (Palestine)™
haS gOOd ].OC3.]. Gaza (Palestine)** Qatar” Yemen™
knowledge and Iran” Saudi Arabia’
: : Irag™ South Sudan™*
glve.S praCtl(; al? Jordan** Sudan™*
business-oriented — Kuwait” Syria™
o - Lebanon™ Tanzania®
advice.
Legal 500 EMEA 2014 *Clyde & Co offices and associated offices ** Corresponding agents offices

Further advice should be taken before relying on the contents of this Newsletter.
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your specific circumstances. No part of this summary may be used,
reproduced, stored in a retrieval system or transmitted in any form or by
any means, electronic, mechanical, photocopying, reading or otherwise
without the prior permission of Clyde & Co.
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